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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1 .313 and MPEP 1308. < 

1 . D This communication is responsive to . 



2. S The allowed claim(s) is/are 1-12 . 

3. □ The drawings filed on are accepted by the Examiner. 

4. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)nSome* c)nNone of the: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient 

6. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ Including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No. /Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

7. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1 . (Si Notice of References Cited (PTO-892) 5. □ Notice of Informal Patent Application (PTO-152) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 6. E Interview Summary (PTO-413), 

Paper No./Mail Date 20050714 , 

3. E Information Disclosure Statements (PTO-1449 or PTO/SB/08). 7. 13 Examiner's Amendment/Comment 

Paper No./Mail Date 1/12/04.4/14/04 

4. □ Examiner's Comment Regarding Requirement for Deposit 8. E Examiner's Statement of Reasons for Allowance 

of Biological Material 9.0 Other . 
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, DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-12, drawn to a process for the production of esters of 
unsaturated carboxylic acids from all<anes, classified in class 560, 
subclass 208. 

II. Claims 1 3 and 14, drawn to a process for the production of carboxylic 
acids from unsaturated aldehydes, classified in class 562, subclass 535. 

III. Claim 15, drawn to a process for the production of unsaturated carboxylic 
acids from alkanes, classified in class 562, subclass 549. 

There is no patentable co-action between each of the inventions of Groups l-lll and 
that any other of Groups l-lll. Groups I and ll-lll produce different products (ester 
versus acid). Group II starts from an aldehyde while Groups I and II start from the 
alkane. Thus each of the processes of Groups l-lll differs from the others either in 
starting material, product or both and thus represents different processes that 
require different searches. 

Because these inventions are distinct for the reasons given above and the search 
required for each of Groups l-lll is not co-extensive with that required for any other of 
Groups l-lll restriction for examination purposes as indicated is proper. 
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1 . During a telephone conversation with IVIarcella M. Bodner on 12 July 2005 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-12. Claims 13-15 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Allowable Subject Matter 

2. The following is an examiner's statement of reasons for allowance: The instantly 
claimed process for the production of esters of unsaturated carboxylic acids is 
neither disclosed nor fairly suggested by the closest art of record: Tenten et al (US 
6,252,122 06-2001) and Graselll et al (US 3,819,685 06-1974). Tenten teaches 
(Column 3, line 55-column 5, line 16) an Industrial process for the catalytic gas- 
phase oxidation of propane to acrolein. Tenten teaches (Column 6, lines 42-50) 
reaction temperatures up to 650°C. Graselli teaches (Column 1 , lines 50-63) a 
process for the direct conversion of acrolein to the corresponding unsaturated 
carboxylic ester by treatment with an alcohol in the presence of an oxidation 
catalyst. Graselll teaches (Column 3, lines 31-35) reaction temperatures of up to 
450°C. Neither Tenten nor Graselli, either alone or in combination, disclose or fairly 
suggest that the process for the oxidation of propane to acrolein of Tenten and that 
of Graselli for the oxidation of acrolein to an acrylic ester could be conducted in a 
single reactor to produce a direct synthesis of acrylate esters from propane. Neither 
reference provides any information that would lead one to have a reasonable 
expectation that the oxidation of propane and the esterlfication of acrolein could be 
successfully accomplished at compatible relative rates under the conditions required 
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in a single reactor. Tlius, altliough tlie combination of Tenten and Grasselli produces 
tlie instant invention, sucli a combination employs an improper obvious-to-try 
standard. The instantly claimed process is therefore patentable over the teachings of 
Tenten and Graselli. 

Any comments considered necessary by applicant must be submitted no later than 
the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments 
on Statement of Reasons for Allowance." 

EXAMINER'S AMENDMENT 

3. An examiner's amendment to the reoord appears below. Should the changes and/or 
additions be unacceptable to applicant, an amendment may be filed as provided by 
37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with 
Marcella M. Bodneron July 14, 2005. 
The claims have been amended as follows: 
Claims 13-15 have been canceled. 

Conclusion 

4. All Post-Allowance correspondence concerning this application must be mailed to 
the following address: BOX ISSUE FEE, COMMISIONER FOR PATENTS. 
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WASHINGTON. DC 20231 or fax them to The Office of Patent Publications at 703- 
308-5083 in order to expedite the handling of such correspondence (amendments 
under 37 CFR 1.132; information disclosure statements, formal drawings, etc.) 
Sending Post-Allowance papers to the technology center will only cause delays in 
matching papers with the case. 



Contact Information 

For information concerning: 

> Status of correspondence sent after receipt of the Notice of Allowance 
♦ Contact - Correspondence Branch at 703-305-8027 

> Notices of Abandonment for failure to pay the Issue Fee or Failure to submit 
formal drawings Contact - 703-305-5358/5340 or by fax 703-305-8755 

> Issue Fees that haye not been paid for at LEAST 3 months , but no issue 
notification has been receiyed Contact - 703-305-8263 

> Non-receipt of the Letters Patent Contact - 703-305-8263 

> Status of application after the Issue Fee has been paid 

> Status of Issue Fee payments or status of receipt of Issue Fees 

> Status of allowed applications after receipt of drawings or fees 

> Status of receipt of formal drawings after allowance 

♦ Contact - Customer Service at 888-786-0101 or 703-308-6789 or 703-305- 
8497 or 703-305-8495 or 703-308-6790 or by fax at 703-308-5065 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 5:30-2:00. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571-272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 
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Information regarding tlie status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status infomiation for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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